WHAT WENT WRONG? David Conquers Goliath in Three Trademark Disputes • Web: www.eatmorekale.com • Facebook: EatMoreKale.com • Twitter: @TeamKale • Web: www.xoom.com • Facebook: Xoom • Twitter: @Xoom • Web: https://snacks5thavenchew.com • Facebook: Snaks 5th Avenchew • Twitter: @Snaks5thAve 

Trademark disputes often pit a large company against a start-up. It’s a David vs. Goliath type of scenario, with a small entity on one side against a giant on the other. The dispute typically focuses on one party claiming that the other is using a name that is “confusingly similar” to a trademark they own. The large firm often prevails, but not always. The following are three examples of small firms that succeeded in trademark disputes with large companies. In these instances, the question of “What Went Wrong?” is left with the people representing the large firms. 
Eat More Kale vs. Chick-fil-A In 2010, Bo Muller-Moore, who lived in Vermont, started selling T-shirts with the phrase “Eat More Kale” after a kale farmer asked him to make them. Kale is a healthy vegetable and is grown in Vermont. The phrase caught on, and Muller-Moore started placing it on clothing and bum-per stickers. But when Muller-Moore went to trademark the phrase in 2011, Chick-fil-A sent him a letter requesting that he stop using the slogan because it was too similar to their “Eat Mor Chikin” advertising phrase. Chick-fil-A listed 30 other companies who had stopped using the “eat more” language in their market-ing after it objected. 
Muller-Moore fought back and a drawn-out battle with Chick-fil-A ensued. He used social media, pro-bono lawyers, and won the support of state officials, including then Vermont Governor Peter Shumlin. Eventually, Muller-Moore prevailed. The original trademark application for “Eat More Kale” was filed on August 31, 2011. The trademark was granted by the United States Trademark & Pat-ent Office (USPTO) on August 18, 2015. 

Xoom vs. Motorola In 2011, Motorola, which was then a subsidiary of Google, entered the tablet com-puter market. Its tablet was called the Xoom Tablet. The Xoom Tablet quickly caught the attention of Xoom Corp., a digital money transfer company. Xoom, which is now part of PayPal, allows a user to send money quickly and safely to 56 countries in the world. Founded in 2001, the company was awarded a service mark by the USPTO for Xoom on December 14, 2004. 
Xoom objected to Motorola’s use of word Xoom for its tablet computer. The two companies settled; the terms of the settlement weren’t disclosed. Motorola agreed to phase out the Xoom branding for its tablets. 
Snacks 5th Avenchew vs. Saks Fifth Avenue Carrie Sarabella of Hoboken, NJ started selling dog treats under the name “Snacks 5th Avenchew.” Saks Fifth Avenue, the upscale retailer of women’s apparel, got word of Sarabella’s business and sent Sarabella a cease-and-desist letter, threatening legal action if she didn’t drop the name. The letter claimed that Snacks 5th Avenchew infringed on Saks’ well-known name. 
Sarabella resisted, arguing through her lawyer that the name was acceptable under the fair use provision, which “recognizes that parody marks cause no harm to the established brand.” Sarabella’s attorney cited two cases similar to Saks’ claim against Snacks 5th Avenchew. In 2002, Tommy Hilfiger sued a novelty pet perfume called Timmy Holedigger. The suit was unsuccessful. Similarly, in 2007 Louis Vuitton objected to a fluffy toy maker using the name Chewy Vuiton. A federal U.S. appeals court unanimously rejected Louis Vuitton’s claim. In both cases, the courts held that the complainants had failed to show any likelihood of confusion between the products in question and the larger company’s registered trademarks because the former were obvious parodies. 
Not long after these arguments were made, Saks Fifth Avenue notified Saraballa’s lawyer that they would not pursue the matter further
Questions for Critical Thinking 
1. What is your reaction to each case? Were you sur-prised at how they turned out? Do you think each case turned out the way the trademark law intended it to? 
2. Which of the three smaller companies profiled—Eat More Kale, Xoom, or Snacks 5th Avenchew—do you think had the strongest case in defending the name it was using? Which company do you think had the weakest case? 
3. Why do you think Bo Muller-Moore was able to elicit such passion and support in his trademark dispute with Chick-fil-A? 
4. To what degree do you think these cases should embolden small firms, so they won’t always have to give in to larger firms in intellectual property disputes if they think the law is on their side? 
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